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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )Kl Responsive to communication(s) filed on 24 August 2005 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance exceptor formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-6.8-11 and 15-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E] Claim(s) 1-6,8-11.15-24 and 26-39 is/are rejected. 

7) ^ Claim(s) 25 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Status of Claims 
This is in response to the amendment filed 08/24/05. 

Claims 1-6, 8-11 and 15-39 are pending. 
Claims 7 and 12-14 have been cancelled. 
New claims 21-39 have been added. 

Claim Rejections - 35 U.S.C. § 1 03 

1 .. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 1 02 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims 
at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application 
indicating obviousness or nonobviousness. 
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3. Claims 21-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stevens et al., (U.S.Patent number 3,185,636) and Shibano et al., (U.S. Patent number 
4,625,059) in combination for the reasons set forth in the last office action mailed on 
06/07/05. 

Response to Amendment 

Applicant's arguments filed 08/24/05 have been fully considered but they are not 
deemed persuasive in part. Applicants have attempted to obviate the rejection of 
claims 1-6, 8-13 and 15-20 under 35 U.S.C. 103(a) by deleting the word "thiol or" from 
the required scavenger compound i.e., a scavenger compound containing a reactable 
thiol or hydroxyl moiety. However, new claim 21 and claims dependent therefrom still 
contain the thiol moiety (also see claim 33). Thus, for the reasons of record, new 
claims 21-37 are again rejected under 35 U.S.C 103(a). 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-5, 8-1 1 , 15-24, 26-33 and 35-39 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. The specification is not adequately enabled for the 
scope of compounds claimed which have a hydroxyl moiety. Applicants provided a list 
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of hydroxyl containing compounds on page 5 of the specification with the preferred 
compound being lactic acid. 

However, a variety of compounds heterocyclic and non-heterocyclic compounds 
HAVE hydroxyl moieties. Thus, there is no reasonable basis for assuming that the 
myriad of compounds not made much less tested embraced by the claims will all share 
the same reactable properties since they are so structurally dissimilar as to be 
chemically non-equivalent and there is no basis in the prior art for assuming the same. 
Applicants have not provided definitive evidence to correlate the many hydroxyl 
compounds which from a reading of the specification includes any compounds having a 
hydroxyl moiety as applicable to the instant process. The claim language read on any 
compound with a hydroxyl moiety. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6, 8-11, 15-16 and 18-39 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The claims recite a series of steps to remove acrolein from a process stream 
without reciting what is obtained after the removal of the acrolein from the process 
stream. See MPEP 903 and 904, which require the Examiner to search and classify 
the claimed product. Also see 35 U.S.C. 8. 
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It is suggested that in claim 1 , step (a), lineJ3, after and, insert — acrylonitrile— ; 
and in claim 21, line 1, replace "an acrylonitrile" with —a mixture of acrolein and 
acrylonitrile—. The test for determining compliance with 35 U.S.C. 1 1 2, second 
paragraph is whether applicants have clearly defined "their" invention not what may be 
discovered by future research as this type of claim language clearly requires. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to E. Sackey whose telephone number is (571 ) 272-0704. 
The examiner can normally be reached on Monday-Friday from 7:30 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. McKane, can be reached on (571 ) 272-0699. The fax phone 
number for this Group is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the Group receptionist whose telephone number is 

(571)272-1600. 
EOS 

November 9, 2005 

Primary Patent Examiner 
Art Unit 1626, Group 1600 
Technology Center 1 




